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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 14 June 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 60-88 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 60-88 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

The Applicant's prior response regarding inventorship is not sufficient. As stated in the 
MPEP section 2137, the Applicant is required to supply a 37 CFR 1.132 affidavit to clear up any 
confusion regarding the prior inventor. 

Claims 60-88 are directed to the same invention as that of claims 1-24 of commonly 
assigned Patent Application 09/196,262. The issue of priority under 35 U.S.C. 102(g) and 
possibly 35 U.S.C. 102(f) of this single invention must be resolved. 

Since the U.S. Patent and Trademark Office normally will not institute an interference 
between applications or a patent and an application of common ownership (see MPEP § 2302), 
the assignee is required to state which entity is the prior inventor of the conflicting subject 
matter. A terminal disclaimer has no effect in this situation since the basis for refusing more 
than one patent is priority of invention under 35 U.S.C. 102(f) or (g) and not an extension of 
monopoly. 

As noted before, failure to comply with this requirement will result in a holding of 
abandonment of this application. 

Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 06/14/2004 has been entered. 
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Response to Arguments 

1 . Applicant's arguments with respect to claims 60-88 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC§ 103 

The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 60-88 are rejected under 35 U.S.C. 103(a) as being unpatentable over Menard et 
al (WO 96/27840) in further view of Akiba et al (6,542,695). 

Regarding Claim 60, Menard shows a method comprising storing on a receiver, a 
user-selected option, the option associated with an event in a video transmission (page 3 
lines 1-13, 22-3 1) and monitoring and storing one video transmission on the receiver, the 
monitoring to detect the event (col. 3 lines 6-13, 22-3 1 ? page 4 lines 13-19, page 8 lines 
14-31, page 9 lines 1-7, monitoring system that stores a designated data stream). Menard 
also shows, in response to detecting the event, queuing the stored video transmission for 
display, the display of the transmission from a predetermined time before the occurrence 
of the event (page 9 lines 1-7, page 1 1 lines 5-13, pave 13 lines 20-22, page 15 lines 17- 
27, page 16 lines 13-24, delay system for recording a predetermined time before the 
event, sending the delayed feed to the live display). Menard further shows the ability to 
tune to a video transmission (page 8 lines 6-14). Menard fails to show the ability of 
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storing one video transmission while tuning to another. Akiba shows the ability to tune 
to one video transmission while storing another transmission (col. 1 lines 60-67, col. 2 
lines 1-30, col. 3 lines 45-62, col. 4 lines 10-25, figs. 5-9). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify Menard with 
the ability to store and tune multiple video transmissions so that a user could watch one 
program while simultaneously recording another. 

Regarding Claim 61, Akiba shows displaying another video transmission in a 
portion of the display screen while displaying the one video transmission (figs. 5-9, col. 4 
lines 10-52, col. 5 lines 1-2). 

Regarding Claim 62, Menard shows the ability to replace the display of the 
another transmission with the one transmission (page 13 lines 20-22, page 16 lines 13-24, 
page 17 lines 22-29, automatically displaying the alerted stream). 

Regarding Claim 63, Akiba shows the ability to store multiple video 
transmissions at the same time while viewing them (figs. 5-9, col. 4 lines 10-52, col. 5 
lines 1-2). 

Regarding Claim 64, Menard shows storing a plurality of options, each associated 
with different events (page 9 lines 1 1-33, page 10 lines 1-5, page 12 lines 4-8). 

Regarding Claim 65, Akiba shows storing a plurality of video transmissions at the 
same time (figs. 5-9, col. 4 lines 10-52, col. 5 lines 1-2). Menard shows storing a 
plurality of monitored video transmissions (page 17 lines 15-29). 

Regarding Claim 66, Menard shows a delay unit, that is user configurable, to 
record time before the event (page 9 lines 1-7, page 1 1 lines 5-13, page 15 lines 18-28). 
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Regarding Claim 67, Menard shows the ability to automatically show the detected 
event when detected (page 13 lines 20-22, page 16 lines 13-24, page 17 lines 22-29, 
automatically displaying the alerted stream). 

Regarding Claim 68, Menard shows displaying a notification of the occurrence of 
the event, and the user queuing the stored transmission (page 9 lines 16-26, page 10 lines 
1 1-22, page 13 lines 10-22, page 16 lines 13-24, page 17 lines 23-30). 

Regarding Claim 69, Akiba shows storing one video transmission while 
displaying another (col. 1 lines 60-67, col. 2 lines 1-30, col. 3 lines 45-62, col. 4 lines 10- 
25, figs. 5-90). Menard shows monitoring a video transmission while storing it (col. 3 
lines 6-13, 22-31, page 4 lines 13-19, page 8 lines 14-31, page 9 lines 1-7, monitoring 
system that stores a designated data stream). 

Regarding Claim 70, Menard shows displaying the stored video transmission 
from a time before to a time after the event (page 9 lines 1-7, page 11 lines 5-13, page 15 
lines 18-28). 

Regarding Claim 71, Menard shows that the user defines the time to be shown 
before the event (page 9 lines 1-7, page 1 1 lines 5-13, page 15 lines 18-28). 

Regarding Claim 72, Menard shows an article comprising a medium storing 
instructions, enabling a processor based system to execute (page 5 lines 27-32, page 6 
lines 1-10, figs. 1 and 2). All other limitations have been discussed with regards to Claim 
60. 

Regarding Claims 73-83, the limitations of the claims have been discussed with 
regards to Claims 61-71, respectively. 
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Regarding Claim 84, the limitations of the claim have been discussed with regards 
to Claim 71. 

Regarding Claim 85, Menard shows a television system coupled to the receiver 
(fig. 1 item 4). 

Regarding Claim 86, Menard shows the use of a keyboard (fig. 8 item 29). Both 
Menard and Akiba fail to show using a remote control. Official Notice is given that it is 
well known and expected in the art to use a remote control. This allows a user to 
conveniently control the receiver operation. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made with the ability to use a 
remote control so the user would have a convenient method of control. 

Regarding Claim 87, Menard shows a monitor (fig. 1 item 8). 

Regarding Claim 88, Menard shows a set-top box (fig. 1 "tuner"). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Lortz U.S. Patent No. 6,349,410 discloses integrating broadcast television pause and web 
browsing. 

Stauntner et al U.S. Patent No. 6,172,677 discloses an integrated content guide for 
interactive selection or content and services on personal computer systems with multiple sources 
and multiple media presentation. 

Duhault et al U.S. Patent No. 5,900,868 discloses a method and apparatus for multiple 
channel display. 
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Matthews, III U.S. Patent No. 5,815,145 discloses a system and method for displaying a 
program guide for an interactive televideo system. 

Yamamoto U.S. Patent No. 6,169,845 discloses a moving-image data 
recording/reproducing apparatus for simultaneously recording/reproducing a plurality of moving 
image data items using a plurality of recording/reproducing means. 

Gagnon et al U.S. Patent No. 6,522,342 discloses a graphical tuning bar for a multi- 
program data stream. 

Monta U.S. Patent No. 5,594,551 discloses a method and apparatus for selectively 
recording multiple television signals. 

Klosterman WO 99/1 1065 discloses systems and methods fro replacing television 

signals. 

Hanafee WO 97/19555 discloses interactive special events video signal navigation 

system. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R Nalevanko whose telephone number is 703-305- 
8093. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Grant can be reached on 703-305-4755. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Christopher Nalevanko 
AU2611 
703-305-8093 * 
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